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• The prcseiil remarks arc in response to line Ofnce Action of July 25, 2007. Claims 1 -6, 8- 
% \1'19, 21-26, and 28-29 arc currcndy pending. 

; Rccoitsidcnilioii of the application is respectfully requested in view of the following 
responsive rcniaj Us. For the Jixamincr's convenience and reference, tli6 Applicant's reniarks are 
prcsej)icd in the order in which the corresponding issues were raised in the Office Action. 
In the Office Action, (ho following rejections were issued: 

Claims 21-26 and 28-29 were rejected under 35 U.S.C. 102(c) as bch»g anticipated by 
U.S. Patent Publication No. 2005/0027035 of Wang et at. (hercinaaer "Wang") in view 
of evidence given in U.S. Patent No. 5,571,31 1 to Belmont ct al. Cicrcinafler "Belmont"); 
Clain»4 1-3, 6, 8, 1M3, and 16-18 were rejected under 35 U.S.C. 103(a) as being 
unparohlablc over US. Pat. No. 6,2 14, 1 00 (hereinafter "Parazak") in view of U.S. Pat. 
No. 5,889,083 (hereinafter "Zhu") and U.S. Pal, No. 6,874,881 (hereinafter "Suzuki"); 
Claims 4-5 and 14-1 5 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
P^^razak in view of Zhu and Suzuki, and furtlicr in view of U.S. Pat. No. 6,280.513 
(hcicinafler "Osunii"); 

Claims 0 and 1 9 were rejected under 35 U.S.C. 1 03(a) as being unpatentable over Parazak 
in view of Zhu and Suzuki, and Further in view of U.S. Patent Publication No. 
2002/0198287 (hcrcinancr "Ohta"); 

Claims 21-23, 26, and 28 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over Para/.ak in view of Zhu; 

Claims 24-25 were rejected under 35 U.S.C. 1 03(a) as being unpatentable over Parazak in 
view of Zhu, and further in view Osumi; 

Claim 29 was rojccicd under 35 U.S.C. 1 03(a) as beijig unpatentable over Parazak in 
view of Zhu, and further in view of Ohta; 

Chim.s 1-3, 6, 8, 11-13, and 16-17 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Parazak in view ofZhu. and U.S. Patent No. 6.652,055 to Oikawa et al. 
Otereinatler "Oikawa"); 
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(9) Claims 4-5 atid 14-1 5 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
• , . Parazak in view of Zhii and OIkawa and Airthcr in view o F Osumi; and 

- (10)- Claims 9 arid 19 wcic rejected under 35 U.S.C. 103(a) as being unpatentable over Parazak 
in view of Zhu and Oikawa, and further in view of Ohla. 

Claim Rejections - 35 D.S.C, § 102 

The Rxaminer lias rejected ch\ms 2 1 -26 and 28-29 under 35 U.S.C. § 102(e) as being 
anticipated by Wang in view of evidence in Belmont. Wang discloses (he use of styienc-maleic 
iinhydride to control black-to-color bleed in ink-jet ink. There is no disclosure in Wang directed 
to jotlabiliiy of inks as related to print head firing frequency, The ink lo which independent claim 
21 .and its dependent claims aro directed is reliably jcttable at all firing frequencies from 3 kHz to 
25,KHj',. This chaiacicristic is a linntalioji of the claims in addition to the listed ink component 
: \ clenicnts. Therefore to anticipate these claims, a prior art reference must teach the firing 
frequency linttUilion as well. 

• '■ • The Examiner has apparently Ircatcd this characteristic as merely an intended result, 
. • • . rjHier than us an iwliial limitation. Those having skill in the art can appreciate that reliable 
' ; jetting across such a wide range of frequencies is not a common characteristic in ink-jot inks. 

• , .Consequently, one skilled in the art will also recognize that not cvciy formulation based on a 
y .con^binatlonofcomponents will exhibit Ihc same frequency response. Given a particular 
•' , combiiiation, one skilled in the art may create a number of fomuilations havi/ig a given frequency 
. . rii.'jponsc profile, where tho respoii.sc profile is achievable by adjusting relative proportions of tbe 
components ba-scd upon their individual properties. Similarly, the same approach can be used to 
, i\n}<fa at a number of foniiulalion-s having very difforesnt characteristics from the first set. 
. • Therefore, for a claim reciting a list of components, ranges of amounts, and frequency response 

charactcrislic(s), some combinations ofamountsofcomponcnts will yield inks upon which the 
iVcquertcy response recitation will read, while other combinations will not, As such, the 
• • ■ frequency response charactcri.stic is a limijation on the scope of the claim that alerts one skilled 
in ihc art as to which of the many possible formulations arc encompassed by the claim. 

It follows that a disclosure that teaches the components witliout also explicitly teaching 
■ . : ,. : the frequency ncsponso characteristic cannot be said to be definitively disclosing that 
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• cliaractcrislic. At most, there is a nicro possibihtv that the frequency characteristic is present in 
. , ' Ihc disclosed fonnuIalJojis, However, the Federal Circuit has clearly stated that inherency cannot 
; ■ bo established by possibilities or probablhUcs. See, e.^.. In re Jioberison. 169 P.3d 743, 745 O'od 
• . \ •. Cir..l999). Here, the Waiifi reforencc does not teach that die inks disclosed dicrein arc reliably 
. > jcttable at firing fi cquencics fi oni 3 kHz to 25 kf Iz as required by the present claims. 

• . • TIio Applicants' tlicreforc .submit that Wang does not anticipate claim 2 1 because it fails to 
; disclose cvwy element of the claim. Consequently, Wang also docs not anticipate the claims 

depending from claim 2 i ,.in that they each include all of the limitations ofcjaira 21. Applicants 
rcspcctrulJy request tljal Ihis rejection be withdrawn. Applicants also hereby state for the 
Uxamincr'8 infornialion that the Wang reference ajid the present invention arc commonly owned, 
, ; so VVang is not available for use in a rejection under § 1 03. MPHP 706.02(1)(I). 

Claim ReJcct)on.s - 35 U.S.C. § 1 03 

• • The Exatpiner has rejected all of the pending claims under 35 U.S.C. § 1 03(a) based on 
■.. . variotis combinations ofParazak, Zhu, Suzuki, Oikawa, Osumi. and Ohla. Applicants submit 

. .V, "that the.se rejections doiiot establish a case of prima facie obviousness because none of these 
, . ■ ' ■ rprerenccs teach each and cveiy claim limitation of the instant application. Particularly, none of 
■ the above-mentioned references teach or suggest the modincation of the inks described therein to 
; achieve a frequency printing rale dial caii span into the range of 1 5 kHz to 25 kHy; (as well as be 
; „ similarly prinlable along the entire range ofS kHz to 25 kHz), as required by independent claims 

• , 1 , 1 1 . and 21 . Because none of these references teach or suggest each and eveiy claim limitation, 

'Applicant respectfully rcqucsis that the obviousness rejections ba.sed on these references be 
. : . withdrawn. Each rejcelien uses at least two of the following references: Pai-azak, Zhu. and 

• '.; ..Siizuki. As sucli, tliese references arc briefly outlined below. 
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Fgrazak 

Pai iizak discloses aii ink-jet ink dircctei! to ester modi ficd macroraolecular 
; . ,. .chioniophores. Sob col. 2, lines 22-32. As noted by the Examiner, Pwazak can use a 
'• • • combination ofsolvonls including cthoxylated glycerol, 2-pyrrolidinonc, and 1, S-pentanediol. 
•. .ScccoJ. 5,lincs3()-38. 

I 

ZhJi 

; \ Zhn discloses an ink-jet ink suitable for printing on non-traditional substrates such as 

^'glass, plustic, and niclal" lliat are "scratch and rub rcsislaiit." Sec col, 1. lines 4-<>. Zhu further 
states thai "there exists a need for aqueous jet ink compositions thai can meet the low VOC 
•. regulations." Zhu acconipUahcs this objecUvc by using an ink composition comprising water, a 
; • , colorant, a binder rcsln, and a wax. gug col, 2, lines 39-40. Zhu states that the binder resin is a 

"nim former," see coj, 4, lines 48-5 1 ; having a preferable concentration of 5% to 10% by weight. 
• . See col. 6, lines 3 1 -43. Zhu ftirther states that the "organic solvent is preferably used in small 
• I. , - amounts" to acconiplisli the low VOC purposes; teaching a conccnli-alioji below 20%, preferably 

• ,;0.1% to about 10%, and more preferably about 1% to about 5%. Seg col. 8, lines 66-67; col. 9, 
. ■ ;i:;1inos 1-6. An noted by tho Eiiaminer, Zhu discloses the use of a styrcnc-malcic anhydride resin, 
; . i».c« col. 5. lines 57-67. 

Su/iiki di.scioscs an ink-jet ink suitable for higJi speed printing comprising water, a water 
sojublc coloring material, a resinous dispersanl, glycerin, ethylene ui-ca, and polyoxycthylcne 
. alkylclhcr. See col. 3, lines 6-17. U is worthy to note, that the glycerin and ethylene urea "arc 
, ■• crilically important components" to maintain an ink capable ofsuch printing. See col. 5, lines 
: 64-67. While the ink is directed to certain printing frequencies, Suzuki specifically states that the 
. ink can nchicve 5 kHz or 10 kHz. but has an "upper limit'' of "about 1 5 kHz in practice." S^c col. 
' . 10, lines 32-44. 
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. : . . Each of lljc independent claims recite thai the ink is capable ofprinting ai a frequency 
• ■„ along the entire spcclritni ranging from 3 kHz lo 25 kHz. For the first three 103 rejections, the 

: HxaiTiincr has used at least Paray.ak, Zhii. and Suzuki in coinbination to reject independent claims 
. •. 1 and 11. 

! The Kxaminer has cited llie Suzuki reference to provide the requisite teaching of high- 

, frequency priming. I Jowcvcr. as jiotcd above. Suzuki specifically teaches that the high speed 
• printing frcqtiency has an MCtUCi; Jimil of about 1 5 kHz. As such, tlic combination would have no 
■ likdihood ofsucccss in producing the systcn), method, or ink of the present invention. The 

• Hxumincr has responded that .Su/uki .siatc.<j lhattlic drive frequency is "not limited" and that the 
, frequency has been increased to 10 kliz or liigher. The Examiner has also asserted that, in light 

.. : -. of this statement, it would be obvious to one of ordinaiy skill in the art to uUlize a printer with 
nrijig frequency up to 25 m,.. ApplicaoLs would point out, however, that obviousness rejections 
: must bo based on (Indings of how a person of ordinary skill would have understood prior art 
. .;■ tc'ichijigs. Applicants submit that the teaching of Su/.uki, taken as a whole, slates an upper limit 
; , o fabout 1 5 kHz and therefore serves? to discourage one skilled in the art from utilizing a printer 
. . havi ng a higher speed. Further, Suzuki does not address the issue of providing an ink Uiat 
; Joliably prims across a large range of frequencies, i.e. 3 kHz lo 25 kHz. 

The Examiner refers to the market demand for higher speed printing described in Suzuki. 
. However, existence of such a demand in any art docs not invite one simply malcing an obvious 
co.nbinalion to disregard the state ofknowlcdge in the art regarding tlic limitations of known 
' • ; materials. Applicants submit, therefore, tlK.1 combining a printer having a firing frequency up to 
-• 25 kHz with the ink teachings of the other cited references would not be obvious to one of 

• culinary skill in the art. Even if made, such a combination would not yield the present invention; 
given llic failuic of all of the references to expressly or inherently teach reliable jetlability across 

,^ the ircqiioicy range required by the present claims (see discussion above), i.e. from veiy low to 
; very high frequencies with reliability within a specific parameters. 
:. In another set orrejcclions of independent claims 1 and 1 1, the Examiner has cited 

•. • . :Oikawa to provide a leaching of a high-freqijency prim head. While Oikawa docs refer to 

I iricroa.5ijig Jjcater driving fre<iucucy to severnl tens of kHz, the language cited simply refers to a 
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ficiioral liond in meeting dcmrmd for faster printing without indicating the feasibility of any given 
■ frequency range. In fact, the reference goes on to discuss the limitations encountered when 
• increasing froquciicy, e.g. (he growing connict between control pulse widUi and firing period 
,. cvcnliially lead to ejection failure, Col. 3. lines 7-11. In any event, Oikawa does not remedy the 
deficiency of Pnrazak and Zhu with i-cyaixi to leaching tm ink thai is reliably jcUablc at all firing 
• , frequencies from 3 fcllz to 25 kHz. 

'As Para/ak and Z\m combined with cither of Oikawa or Suzuki fail lo provide each and 
. . c^vcry clcmcm of independent claims I and 1 1 , Applicants submit that a prima facie case of 
: . . . . , obviousness ng.iinst these claims is not supported, l-urthennore. the oilier references cited 

against (he claims depending frotn these do nol remedy the deficiency of Parazak. Zhu, Oikawa, 
, • , and Suzuki. The Appl icunts rcspcclfully request that the current rejections be withdrawn. 

The Examiner has uisctl the combination of Parayak and Zhu to reject claims 21-26 and 
: : . ■ 28-29, asserting again that the combinqfion provides an ink that is intrinsically reliably jettable at 
. , all firing frequencies from 3 kHz to 25 kll?.. The Applicants roiteiatc Iheir positions discussed 
,: .above with reganl lo the firing frequency characteristic as an actual limitation of the claims, aiid 
. . incorpomle thoso arguments here by reference. Each Umitalion must be disclosed in the prior art 

., rcrcrcnccs to sxipporl a cassc for obviousness. Neither Para/ak nor Zhu teacJi the frequency 
■ , •. y clnvactcrisf ic required by the present claims. Furthermore, such a teaching is not tJiherent or 
. • ■ irjlrin'sic to cither of these disclosures. As such combining them does not yield the present 
. , ; , invention, nor is the con.binatiou itself obvious to do so. hi the present combination, the 
• . •• . . ■. Cxinnijicr has chosen one specillc polymer from a list of polymers in Zhu. Nothing in Paraitak 
siit-^csts that a slyrene-nuilcic copolynjer would be particulariy useful for higlr speed printing or 
: forink compositions in general. As the combination of Paiazak and Zhu docs not provide each 
and every clement of the pending claim pot. the AppIicanU respectfully request that the current 
• ■ rvyections be withdrawn. 
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CONCI.tlSION 

In light of the abovy. Applicant respectfully submits that pending claims aie allowable 
' over, the citwi prior art. Therefore, Applicant requests that Ihe rejections and objections bo 
: wilhdniwn, and tiiot the claims be allowed and passed to issue. If any impediment to the 
allowance of thcso clainis remains after entry of this Amendment, the Exajnincr is encouraged to 
call Gary Oakcso.i at (801 ) 5(56-6633 so that such matters may be resolved as expeditiously as 
possible, 

• . . • The Commis-sioncr is herL-by aulhorized'.lo charge any additional fee or to credit any 
=;••. . Qvcrjiaymcnl in connection with this Amcndmcril to Deposit Account No. 08^2025. 

■ ' ' • ; DATED this 22nd day of October, 2007. 

Respectfully submitted, 



♦ 'I 
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Rcgistratfon No. 44266 

THORPE NORTH & WES TERN, LLP 

Customer No, 20,551 

P.O. Box T219 

Sandy, Utah 84091-1219 

Telephone: (801) 566-6633 

On behalf of: 
llEWLliTT-PACKARD COMPANY 
hilellcctual Property Administration 
P.O. Box 272400 

Fort Collins, Colorado 80528-9599 



12 

PAGE 1SI15' RCVD AT 10123120076:02:44 PM [Eastern Daylight Time]* $VR:USPTO-EFXRF-2f16* DNIS:2738300* CSID: ' DUMTION (min-$s):0S<02 



